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86 Nicholas Herdrich, The Great Balancing Act: Limiting Trademark Risks for
Early-Stage Businesses in a Limited Capital Environment, 97 J. PAT. & TRADEMARK
OFF. SoC’Y 144, 151 (2015).

87 BRSCYS » [EEE20 0 FH 42 -

88 Herdrich, supra note 86, at 151.

89 Max Vern, A Trademark Visa--Aspects of International Trademark Use and Protection,
88 J. PAT. & TRADEMARK OFF. SOC’Y 847, 848 (2006).

90 Daniel R. Bereskin, Q. C., Miles J. Alexander & Nadine Jacobson, Bona Fide Intent to
Use in the United States and Canada, 100 TRADEMARK REP. 709, 710 (2010); Joseph
E. Clemente, Collegiate Athletes and the Right to Their Marks, 20 MARQ. INTELL.
PRrRoP. L. REV. 157, 164 (2016).

91 Section 1(b) of the Lanham Act regulates that, “(b) Application for bona fide intention
to use trademark: (1) A person who has a bona fide intention, under circumstances
showing the good faith of such person, to use a trademark in commerce may request
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92

registration of its trademark on the principal register hereby established by paying the
prescribed fee and filing in the Patent and Trademark Office an application and a
verified statement, in such form as may be prescribed by the Director. (2) The
application shall include specification of the applicant’s domicile and citizenship, the
goods in connection with which the applicant has a bona fide intention to use the mark,
and a drawing of the mark. (3) The statement shall be verified by the applicant and
specify - (A) that the person making the verification believes that he or she, or the
juristic person in whose behalf he or she makes the verification, to be entitled to use
the mark in commerce; (B) the applicant's bona fide intention to use the mark in
commerce; (C) that, to the best of the verifier's knowledge and belief, the facts recited
in the application are accurate; and (D) that, to the best of the verifier's knowledge and
belief, no other person has the right to use such mark in commerce either in the
identical form thereof or in such near resemblance thereto as to be likely, when used
on or in connection with the goods of such other person, to cause confusion, or to
cause mistake, or to deceive.

Except for applications filed pursuant to section 1126 of this title, no mark shall be
registered until the applicant has met the requirements of subsections (c) and (d) of
this section. (4) The applicant shall comply with such rules or regulations as may be
prescribed by the Director. The Director shall promulgate rules prescribing the
requirements for the application and for obtaining a filing date herein.” See 15 U.S.C.
8 1051 (2016); Sandra Edelman, Proving Your Bona Fides--Establishing Bona Fide
Intent to Use under the U.S. Trademark (Lanham) Act, 99 TRADEMARK REP. 763, 763
(2009).

Article 3(7) of the Trademark Law Treaty regulates that, “(7)[Prohibition of Other
Requirements] No Contracting Party may demand that requirements other than those
referred to in paragraphs (1) to (4) and (6) be complied with in respect of the
application. In particular, the following may not be required in respect of the
application throughout its pendency:

(i) the furnishing of any certificate of, or extract from, a register of commerce;

(ii) an indication of the applicant’s carrying on of an industrial or commercial activity,
as well as the furnishing of evidence to that effect;

(iii) an indication of the applicant’s carrying on of an activity corresponding to the
goods and/or services listed in the application, as well as the furnishing of evidence to
that effect;

(iv) the furnishing of evidence to the effect that the mark has been registered in the
register of marks of another Contracting Party or of a State party to the Paris
Convention which is not a Contracting Party, except where the applicant claims the
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application of Article 6quinquies of the Paris Convention.” See Trademark Law Treaty,
Oct. 27, 1994, 2037 U. N. T. S. 35.

93 Id.

94 Section 1(b)(3)(B) of the Lanham Act regulates that, “(b) Application for bona fide
intention to use trademark: (3) The statement shall be verified by the applicant and
specify - (B) the applicant’s bona fide intention to use the mark in commerce.” See 15
U.S.C. 8 1051 (2016); Sandra Edelman, Why Wait Three Years? Cancellation of
Lanham Act Section 44(e) and 66(a) Registrations Based on Non-Use Prior to the
Three-Year Statutory Period for Presumption of Abandonment, 104 TRADEMARK REP.
1366, 1366-1367 (2014).
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Abstract

The legislative intent of Article 36 of the Taiwan Trademark Act
(hereafter, this Act) attempts to limit the rights of trademark, certification
mark, collective membership mark, and collective trademark to (a) protect
the interests of consumers, (b) maintain fair competition, and (c) promote
development of industry and commerce. In particular, regulations
concerning the bona fide use of trademark ruled in Clause 3, Section 1,
Article 36 of this Act (hereafter, this Clause) try to balance the advantages
and disadvantages of the principles of first to use and first to file to limit
trademark registers’ rights, the use of which is restricted to original goods or
services. The proprietor of a registered trademark is entitled to request the
party who uses the same trademark to add an appropriate and distinguishing
indication. Take the case of the Taiwan Intellectual Property Court’s
(hereafter, IP court) 2013 Min-Shang-Shang-Zi-22 as an example, the
appellee argued that the appellant established four branches in the same
business areas using identical “Speedy Clean” logos for car detailing
businesses, and thus the appellants’ actions cannot be supported by the bona
fide use of the trademark. However, the IP court argued that scales or
geographic areas are not included in the limitations of the original goods or
services in this Clause. Therefore, the establishments of branches by the
appellants are supported by the bona fide use of trademark. This article
analyzes this case and integrates perspectives of theories and practices in
both Taiwan and the U.S. to clarify whether scales or geographic areas
added are within the scope of bona fide trademark use limitations.
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